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Restriction Practice

Al patent application’ Is generally’assumed to
nclude claims directed to a single imnvention.

Fhe applicatien will typically discleser and/or

claim different aspects of the IRvention:

= a machine, a methed for making the machine, a
methoed e using the machine, anala system Wherein

the machine s Used asione cempoenent Inra larger
Systen;

" 2 product, a methed for making the preduct, anada
method for using| the product.
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What 1S RESTRICTION?

Restriction! IS the: practice: of reguiing an
applicant te’ elect a single Invenuen fior
examination When: anapplication discleses
and claims, plural inventiens.
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Restriction Reguirement

EXamIner may/ assert: that: more: than ene
IRVentien IS EIng claimediin: a patent
application.

Examiner will identify, the different
INVEntiens represented vy the diffierent
claims; and indicate that enly’ a sulbset ofi
the Inventions will e examined.
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35 U.S.C. § 101

“Whoeever invents or discovers any new and
Userul process; machine, manufacture,
composition of matter, or'any hew:and
useful improvement thereof;, may obtain a
patent theretor....”
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35 U.S.C. § 121 - Divisional Applicatiens

[i-tWe or mere Independent and distinct
IRVentiens are claimed i ene application, the
Director may. require: the application te e
restricted to one ofi the Inventiens. . .
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DOUBLE PATENTING:
= STATUTORY TYPE

= 35 USC 101

= NON-STATUTORY
= Obviousness-type
Double Patenting

RESTRICTION
35US.C. 121
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Rationale

he rationale supperting the: Patent Ofifice’s
apility te limit the' numiber of Inventions: that: will
pe examinediin'a single application: erginates
firom the fee structure funding the P10
OPEratiens;

Restriction: requirement assists the P10 i
ensuringl generation of suificient fees o sUpport
e cost el examining a patent: application:

Examination of application by ene Examiner.
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35 U.S5.C. §121

[T We o more independent anal distinct
IRVERUIGAS: are claimed i ene application,
the Director may. require the application; to
e restricted tor one ofi the Inventions. . .

Restriction. IS, discretienaly, not
manadatery.
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35 U.S.C. § 121 - Divisional
Applications

Al patent Issuing en an application; With respect
10, Which a reguirement for restriction under
RIS SECtIoN Nas PEEn! made, or 0/l an application
filed as a result eff such a reguirement, shall
not be Used as a reference either in the
Patent anal lrademaii Office or IR the Courts
against a divisienall application or against
the erginal application e any. patent Issued en
elther off thiem,, Ii-the divisional application s
filed before the Issuance of the patent on the

etherapplication.
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37 CER' 8 1.141 - Different inventions in
One national application.

(@) Tworor moere independent and! distinct
IAVEeRtIeRSs may Aot e claimead in ene natenal
application), except that more: than! 0ne SPECIES ofi an
IAvention; not te) exceed a reasonanie number, may: be
speciiically’ claimed i different clams in ene natienal
application; provided the: application alser Includes;an
allewable: clain generic te all the claimed species ana
all the claims 1o SPECIes Inf EXCEss Of one are written in
dependent form or etherwise include: all the imitatiens
Off the genenc claim.
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37 CER § 1.142 - Reguirement for
[estriction.

(@) I tworer moeje Independent and distinct Inventions
are claimedlin a singlerapplication, the examinerin an
Ofifiice action wWillfreguire. the applicant 1 the: reply to
that action to elect am Invention terwhich the' claims
will e restricted, this ofificiall action being called a
reguirement fier restriction: (alser knewn: as, a reguirement
fer division). Such requirement Will-nermally e made
pefore any action on the merts; heWeVver, It may. e
made at any. time before final action,

() Claims; ter the Invention or Inventions not elected;, If
not canceled, are nevertheless withdrawn frem further
consideration by the examiner by the election, subject
nhowever to reistatement in the event the
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37 CFR § 1.143 - Reconsideration of
feguirement.

IfFthe applicant disagrees With' the reguirement for
restriction;, e may: reguest recensideration anad
withdrawal or moedification; off the reguirement, giving the
[Easons therefore.

IR reguesting recensideration the applicant must Indicate
a previsienal election of one INVEntion fier
presecution, Which mvention shalll be the ene elected In
the event the requirement becemes final. The
reguirement fier restriction Will' be reconsideread 0m| such a

equest.

I the requirement IS repeated and made final, the
examiner will' at the same time act on the claims te the
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37 CER' 8 1.144 - Petition from
fequirement for restriction.

Afiter a final reguirement for restriction,, the
applicant, 1N addition; te making, any.: reply: due
On the remainder of ther action, may: petition
the Director to review: the reguirement.
Petition; may. berdeferred until atter finall action
O or allewanee of Claims ter the InveRtion
elected, but must be filed not later than appeal:
A petition will-not be' considered i
recoensideration’ of the' requirement Was neot
reguested.
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37 CER 8§ 1,145 - Subseguent presentation
off claims fiox: different invention.

I, afiterr anroffice action on an applicatien, the
applicant; presents; claims directed teran
Inventieon distinét firom and Independent of the
IRVention previeusly: claimed, the applicantwill
BE reguired te restrict the claims te the

INVention: previeusly: claimed ifi the amendment Is
entered, subject tor recensideration and review
as provided in S8 1.143 andi 1.144.
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37 CER § 1.146 - Election ofi Species.

I3 the TSt actien onran application; containIng & GENEFIC
claiml o' a GERENC INVentien (genus) and clamis e mere
than one patentably distinct species embraced thereny,
the examiner may: reguire: the applicant 1 the: reply: te
tihat action| ter elect a  SPEecies i NIS or her Invention te
WhIch ISt e her claimi will' e restricted I ne: claim te the
genus Isi feund terhe allewalie:

IHOWEVET, Il such application: contains claims: directed te
more than a reasenanier AUMBENR Of SPECIES, the
examiner may. reguire restriction of the claims te not
more than| a reasenable nUMBEr of species befiere taking
further action I the application.
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37 CEFR 8 1.141 - Different inventions In one
national application

(@) Tworor moere independent and! distinct
IAventiens may net ke claimead in ene natenal
application; . . .

MPER 802.01 Meaning eff “Independent**and “Distinct”

x “Independent®; ofi cCouUrse; Mmeans not dependent; or
Unrelated.

x [he term| “Independent” means there: is ne disclesed
relationship between the twoes or more suljects

clal the e unconnected |n de5| N, Operation
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MPER 802,01 Veaning eofi “Independent™ and “Distinct”

s W0 or more mventions are related (I.e., not Independent) If
they ané disclesed as cennected iniat least one ofi design (e.g.
structure or methed of manufacture), operatien (e.g., function
Ol method! ofi Use), or efifect.

s Related inventions ane distinct I the inventions as claimed are
not cennected Iniat least ene ofi design;, operation, or effect and
wherein at least one invention isi PATENTABLE (novel and
nonehbvious) OVER' THE OTHER (theugh they: may: eachlbe
Unpatentable ever the prior art).
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Correlation Betweeni Independent
Inventions and Distinct IAvVentions

Independent Inventions
Unrelated in design,, operation), and effect

he natural consequence ofi the lack eff any/
relatienshipl s that each Ivenition Is
patentable ever the other.

Distinct Inventions

Related! in at least ene of design, eperation, or
efifect, and

Not connected! in at least ene of design, operation,
or effect, and
YouRdeaT:RERISERTION It patentable BYEINRE



35 U.S.C. § 121 — If two or more independent and distinct
Inventiens are claimed in ene application . . .

37 CER § 1.141 - Two or more independent and distinct
IAVeniiens, may: not e claimed in ene national applicaven . . .

The Patent Ofifice takes the poesition that restriction may. e
required Ifi the Inventiens are independent or distinct.

VIPER 808! - Restriction - WWhen Proper

Under the statute, the claims of an application; may properly: e
required te e restricted te one of twoior more claimed|inventions
enly I they. are: able tor SUppPort separate: patents and they: are
either independent or distinct.

VIPER 802.02 - Definition off Restriction

Restriction IS the practice off requiingl an applicant te elect a single
claimediinvention for examination WhHen tWwo or mere Independent
Inventions and/er two or more distinct Inventions are claimed in
an-application.
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803 Restriction - When Proper

Under the statute, the claims off an application may.
properly: e required te e restrcted to one of two; or
more claimead inventiens only i they: are able 1o, SUpPort
separate patents and they are either Independent: or
distinct.

[T thel searnchr and examination; e all the' claims inran
applicatien can be made Witheut sereus burden, the
examiner must examine them on the merits, even
theugh they include: claimsi terindependent or distinct
INVEentions.
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Basic Restriction Guidelines

EVeny restriction: reguirement has tweo
criterias

The inventions, as claimed, must e
Independent er distinct and

There woeuldr pve' a serious burden on the
examiner It restriction Were not reguired.
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808.02 Establishing Burden

(A) Separate classification thereof: This shows that each inventionhas
attained recognition in the art as a separate subject fox inventive effort, and
alse a separate field off search.

(B)' A separate status in the art when they are classifiable together:
Even though they ane classified together, each inventien cam e shown e
have formed a separate sulbject for inventive effort When the examiner can
shoew: a recegnition: ofi separate inventive: effort By InVentors.

(C) A different field of search: Where! It IS necessary to) search for ene of
the inventions In a manner that I1s not likely ter result 1n finding art pertinent
to the ether invention(s) (e.g., searching| different classes/sulclasses or
electronic reseurces, or employing different searchi queries, a different field
off search Is shown, even theugh the two are classified together. Tihe
Indicated dififerent fieldl off search must in fact be pertinent to the type of
subject matter covered by the claims.

The prima,facie'showing may be rebutted by the applicant.
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Burden — cont.

Serieus burden may: be established based on a different
field off searchi It It IS necessany. te search for ene of the
IVentions 1N a manner net likely: te: resulit Inl finding art
Pertinent to the ether invention(s), e.g.,

- searching diffierent classes/subclasses
- searching different electronic reseurces
- empleying dififerent seanch queries

A serious burden may be showniwhen the inventions are
classified together: if'the examiner. can explain how! the
searches differ.
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806 - Determination of Distinctness or
Independence of Claimed Inventions

he general prnciples relating ter distinCtRESSs) or
Independence may be summarized as fellows:

(A) Where inventions are' independent (I.e., ne disclosed
relation there between),, restriction; te one: thereof IS
erdinanly’ Proper:

(B)r Where inventions are related as disclosed hut are
distinct as claimed, restrction may: e preper.

(C) Where inventions are related as disclesead but are not

distinctas _claime restrlctlon IS never FOPEF.
LP\dQIalO 'illrgd el Fatent i Tader Lp P



306.06 Independent Inventions

Inventions as claimed are independent iffthere Is no disclesed
relationship between the inventions, that s, they areruncennected in
design;, eperation, and effect. Ifi it can be shown that twe or more
Inventions ane independent,; andiif there weuldlhera sereus burden on the
examiner I restriction’ Is net reguired, applicant sheuld be reguired to
restrict the claims; presented! to) one: ofi such Independent Inventions. For
example:

(A) Twao different combinations; net disclosed as capable of use tegether,
having dififerent modes ofi operation, different functions and different
efifects; are independent. Anprarticle off apparel and a lecomotive hearing
would e an example. A precess off painiing a house and a Process of
porng a welllwoeuldibe a second example.

(B) Where! the two Inventions are process and apparatus, amnd the
apparatus cannoet be used te practice the precess or any part thereofi, they
are independent. A specific process ofi moelding Is Independent from a
molding apparatus that cannot be used to practice the specific process.
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Independent Inventions

Independent inventions have ne disclesed relatienship,
Le., they are unrelated:

In other woerds, the Inventions; as disclesed are Nnoit
cConnected In any.: of:

a. DESIGN
9, OPERATHON" a/7a!
c. EFFECT

MPEPR 802.01 (Ssulsection I)
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Related

Related inventiens have a disclesed relationship; I-e.,
are connectedin at least ene of:
a. DESIGN (Structure or method: eff manufactunng)
5. OPERATION (function or method ofi USe) or
¢. EFEECT

MPEP! 802.01(subsection i)
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Related but Distinct Inventions

Related! inventions are distinct I the claimed! Inventions
are not connected i at least one of:

a. DESIGN
5. OPERATIONS or
c. EFFECT

ANIDrat least ene invention IS patentanie ever the ether.

MPEP"802.01(subsectionIT)
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Coulal ve distinct IT diSclosed’ as related Inventions that are
“Uncennected In one of Aesign, operation or effect.”

) - |

[egister and a mecnanicalfregISter that na:
nFAdesign.

S
(D
)
1b
—
=)
(D
(B
N
—_n

YOUNG 8THOMPS ON International Patent & Trademark Law




Establishing Distinctness Between Related
IRVentiens

806,05 Related' IInventions

Where two) or mere related inventions are claimed, the
principal guestion te) e determined In  cennection With a
reguirement toe restrict IsiWhether or not the Inventiens
as claimed are distinct. I they are distinet, restriction
may. be proper. If they are net distinct, restriction Is
NEVEN Proper.
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Establishing Distinctness Between Related
Inventions - Diffierent Statutery: Category

PrOCESS 0f USINGg anl apparatls’ & apparatus for Iits
practice — See VIPEP 806.05(e)

Process off making a preduct & product made by the
precess — See VMPEP 806:.05(1)

Apparatus fier making| a preduct & product made vy the
apparatusi— See VMPEP 806.05(0)

Product & process of using the product — See MPEP

806.05(h)
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Establishing Distinctness Between Related
Inventions - Same Statuitory Category/

Combination = Sulkhcombinatien — See MPEP 806.05(¢)
Sulbcombinations: Usable Together — See MPEP 806.05(d)

Related products or related! processes (Including
Intermediate/finall product) — See MPEP 806.05(])
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306.05(¢) Distinctness Between Combination
and Sukcembination

1o support a reguirement for restiction hetween cembinatien and
sulcombination; mventions, hoth two-way distinctness, andl reasens for
IASISting| on! restriction are: necessany, I.e., there would be a seroeus search
pUrden Iii restrction Were not reguired as evidenced! by separate
classification, status, o fieldl el search.

Ihe inventions are distinct If It can be shown that a combination as; claimed:

(A)r does not require the: particulars; of the subcombination as claimed: o
patentability: (1o’ shew neyvelty and UnehvieUSnEeSS), and

(B) the subcombination cani be shown to have utility either by itself or 1n
another materially different .combination.
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306.05(ad) Sunpcombinatiens: Usable legether

TWoior more claimedsubcombinations, disclosed as usable together n a
single combination, and which can e shown to be separately usable, are
usually: restrictaible when the subcombinations do net everlap: in scope and
are net ehyvieus; variants.

Eachi subcombinationiis distinct from the combination as: claimed ii:

(A) the combination; dees noet require the particulars of the sulbcombination
as claimed for patentability: (e.g., to shew nevelty and UnehvieUusness), and

(B) the sulcombination: can: Be shown ter have utility: either by itselii or in
anoether materially different combination.
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806.05(e) Process and Apparatus for Its Practice

Process and apparatus for Its, practice can e shewn| ter he distinct
iInventions, I either or hoth of the fellowing| can: e shown:

((A) that the process as c/anmed can e practiced by anether materially.
dififerent apparatus er By hand; or

(B) that the apparatus 4s; c/anmead can e Used 1o practice anoether
matenally: differeni process.
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306.05(1) Precess ofi Making anadl Preduct Viade

A priecess oft making andl a preduct made by the Precess can e shown te
e distinct Inventions I either or hoth of the follewingl can be shown:

(A) that the precess as c/a/med s net an 6lvieus pProcess of making the
product and the pProcess: as; c/anmed can e Used 16 make: anether materially,
dififerent product; or

(B) that the product as c/aimead .can e made by anether materally different
Process.
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806.05(0) Apparatus;anal Preduct Viade

An apparatusi and a product made by the apparatls can e shown! ter he
distinct inventions If: either o both of the fellowing can be shown:

(A) that the apparatus as claimed IS net an chvious apparatus for making
the preduct and the apparatus as claimed can e used ter make: another
materially different preduct; ol

(B) that the product as claimed cani be made by another materally different
apparatus.
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306.05(h) Preduct anal Precess; et Using

A preduct and a process; ofi using| the: product cam lbe: shown e be: distinect
lnventions I either or both of the fellowing can he shown:

(A)  the: priecess off Using as claimed cani be: practiced withr another materally.
dififerent product; or

(B) the preduct as claimed cani be used inia materially: different process.
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806.05(1) Preduct, Process off Making, andi Process of Using

37 CER 1.141 Different inventions in one national application.

(b) Where claimsi to all three categeries, product, process;of making, andl precess of
Use; arelncluded inra nationall application;, a three way: reguirement fior restriction can
Lly e made where' the process off making Is distinct from: the: product. If the
process; ofi making and the product are not distinct, the: process of using may: e
joeined with the: claims) directed to the' product and the process oft making| the product
even thoeugh' a shiewing of distinctness between the product and precess off using the
product can be made.

Where an application contains claims te a product, claims te a process specially:
adapted fior making the: product, and claims tora process of using the product,
applicant may be required to elect either (A) the product and process of making It; or
(B) the process off using. I the examiner cani net make: a showing of distinctness
PEtWeEen the precess ofi usingrand the preduct (MRPEP 8 806.05(11)), restriction cannot
PEe reguired.
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306.05(]) Related Preducts; Related Processes

Eor related product Inventions, or related! process Inventions, the Inventions
are distinct i

(A) the ventiens as c/a/imea do) net eVerlap; in scepe, I.e., are: mutually.
exclusive;

(B) the Inventions 4s: claimead are net ehvieus varanis; and

(C) the Inventions as cl/a/mead are elther net capable off Use tegether or can
have a materially different design, mode of operation, function, or effect.
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1.0 Action! oni the: Merts

I generall 1n an application Whenrenly: a nenfinalfwritten
reguirement tei restrict IS made, no action; en the mens
IS given. A 1-menith (not less than 30 days) shortened
statutery: pered willllhe: set fer reply when: a Written
[estriction requirement Is made without:an actien on the
ments. This peried may be extended under the
provisions of 37' CER!1.136/(a).
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Sl Inme for Making Reguirement

37 CER 1.142(a), second sentence, indicates that a restriction
requirement “will nemmally’ be made hefiere any: actien upon| the
MErits; hewever, It may’ be: made’ at any. tine Befere final action.™
Tihis means the examiner should make a preper requirement as
early asipessihle i the presecution,, In the first action! If pessible,
othenwise, asiseon as| the need for a preper requirement develops.

Belore making a restriction| reguirement afiter the: first action en the
mernits, the examiner will censider whether there will'lbe a serious
pburden Iii restriction IS not required.
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8d2.01 Telephone Restriction Practice

[i7 an examiner determines that a reguirement for restriction should e made: in an
application, the examiner shouldi formulate a draft of such restriction; requirement
Including an indication: ofi these claims considered to be linking| or generic.
Thereupoen,, the examiner sheuld telephone the atterney or agent of record and
request an oral election, with' or witheut traverse, after the attormey or agent has had
time: to consider the' restrction reguirement. However, no telephone communication
need he made where the requirement for restriction' s complex; therapplication Is
being prosecuted! by the applicant prol se; or the examiner knews frem: past
experience that an election will net be made by telephone. The examiner should
arrange fior a second telephoene: call withinla reasenable time, generally within 3
woerking days. If the atterney’ or agent elhjects to making am oral election, or fails to
respond, a restrictiontletter will bermailed;, and this;letier should contain reference: to
the unsuccessiul telephone call. When an' eral electionsis made, the examiner will
then proceed to incorperate: inte: the Office action a fermal restriction| reguirement
including| the date of the election, the attorney’s or agent's name, and a complete
record of the telephone |nterV|eW followed by a complete action on the elected
nvention as claimed, including I|nk|ng or‘generic claims if present.
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814 Indicate Exactly How Application Isi e Be
Restricted

Tihe examinermust provide a clear and detailedi record of the restriction reguirement
10, provide a clear demarcation between restricted inventions se that it can he
determined whether inventions claimed infa continuing application: are consenant
WIth' the restriction: requirement andl therefiere subject te the prehibitien; against
double patenting rejections under 35 U.S.C. 121.

815 Make Reguirement Complete

When making a restriction requirement every: effert shoeuld be made to have the
reguirement complete.
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88 Election and Reply/

Election Is the designation| ofi the particular ene ofi two or mere
disclosed inventions that will e presecuted in the application.

A reply sheuld be made tereach point raised by the examiner's
action, and may Include a traverse er compliance.

A traverse of a requirement to restrict Is a statement ofi the
reasoens: upon which the applicant relies for his, or her conclusion
that the requirement IS Inf error.
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15,01 Election Fixeal by Action on Claims

L
99
\®

0)

EIECtion RECOMES! TXEd WhHEN the Clalms In an application
|aVe received an action onrtnelr merts; By the O1fice.

.ﬂ_
(1>
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Election Otner Tham EXPress

_
(00
|—
(00
Q
S

EIEction may’ e maace In' other e than g,@regg/ *
FEply 10 a requirement as set iorthi in MPEP s 61.6.0
and! s 618.02(C)-
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54.8.02(a)r By Originally’ Presented Claims

Where claims ter anether Invention: are preperly added
and entereadlin the application PEfere an action Is
given, they: are treated as original claims fier puUrpeses; ofi
restriction only.

Fhe claims erginally’ presented and acted upoen By the
Office: en thelr merits determine the imvention: elected: by
an applicant i the application), and!nrany: reguest for
continued examination (RCE) which has been filed fior
the application.
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81.8.03 Express Election and Iraverse

37 CER 1.143 - Reconsideration of requirement.

[i the' applicant disagrees with| the: reguirement for restriction, he may.
reguest recoensideration and withdrawal or medification of the
reguirement, giving the reasens therefere. In reguesting| reconsideration
the applicant must indicate a proevisional election ofi one Invention for
proesecution, Whichiinvention shall be the one elected in the event the
reguirement hecomes;final. The requirement fier restriction will be
reconsidered onisuchia request. Ifi the requirement Is repeated and made
final, the examiner will at the same' tinme act ol the claims; te the invention
elected.

Election! inireply tora reguirement may. be: made' either With or Witheut an
accompanying traverse of the reguirement.

Applicant must make his or her ewn election; the examiner willl not
make the_election for the applicant.

YOLING 8TI_ION1PSON International Patent & Irademark Law



YO

31.8.03(a) Reply: Must Be Complete

As shown by the first sentence ofi 37 CER! 1.143; the traverse to a
requirement: must be complete as required by 37 CER 1.111(1)
Whichi reads in part: “In erder te e entitled to reconsideration or
further examination, the applicant or patent ewner must reply. to the
Offfice action. The reply by the applicant or patent ewner must be
reduced to a writing which distinctly: and specifically peints ouit
the suppesed errers In the examiner's action and must reply te
every groundi off ebjection and! rejectioni in the: prior Office action. .
.. e applicant's or patent oWREKS reply must appear thretughoeut
10 be a vona fine attempt teradvance: the application: er the
reexamination| proceeding to final action. . . ."

Under this rule, the applicant Is reguired to specifically’ peint eut the
reasens om Which he or she bases his or her conclusions that a
reguirement tos restrict IS In error. A mere broad' allegation that the
requirement IS Inl errer does net comply with the requirement of

37 CFR"§_1.111."Thus the required provisional election lbecomes; an
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31.8.03(h) Must Elect, Even When
Reguirement Is Traversed

As noted IR the second sentence of 37 CER 1,143, a

provisienal election must e made: even though the
reguirement Is traversed.
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81.8.03(c) Must Traverse To Preserve Right
Ol Petition

37 CER 1.144 Petition firom reguirement for restriction.

After a finall reguirement fier restrction, the applicant, 1 addition) te
making any reply. due on the remainder of the action, may petition
the Director to review the reguirement. Petitien may e deferred
until- after finaltaction; oni or allewance: of claims te the: Invention
elected;, but must be filed not later than appeal. A petition will not
e considered i reconsideration off the requirement Was not
reguested.

I applicant dees noet distinctly andl specifically peint eut suppoesed
errors In the restriction reguirement, the election should be treated
as an election without traverse.
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319 Office Generally: Does Not Permit Shift

The general policy off the Ofifice IS not te permit the applicant to
shilit terclaiming anether Inventien after an election Is ence: made
and action given on the: elected subject matter. Note that the
applicant canmert, as a matter of right;, filera request for
continued examination (RCE)! 1o elhtaim continued examinatien on
the hasis ofi claims) that are independent and distinet frem the claimms
previeusly claimediand examined (I.e., applicant cannot switch
Inventiens: by way: of an RCE asi a matter off right). When' claims, are
presented which the examiner helds are drawn ter an Inventien other
than the one: elected, he or she sheuld treat the claims as outlined
iIn-MPEP'§ 621.03.
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821 Treatment ofi Claims Held T o Be Drawn
to Nonelected Inventions

Claims held terhe drawn ter nenelected Inventions,
Including claims drawn to nenelected SPEeCIes) or
Inventions, that may: be eligible for rejeinder, are treated
as indicated i MPEP'S 821.01 through S 821.04. All
claims that the examiner helds'as not veing directed te
the electead subject matter are Withdirawn fren further
consideration By the examiner.
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821.01 After Election With Traverse

Where the initiall requirement Is traversed, It should e recensidered. If;
Upoeni reconsideration, the examiner is still off the epinien that restriction Is
proper, it shiould e repeated and made final in the next Office action. In
doing| se, the examiner should reply te the reasoens or arguments advanced
By applicant N the traverse.

[T the' examinger, Upon| reconsideration, IS off the epinien that the
reguirement for restriction IS Improper in whole or in part, he or she
should clearly: state inl the next Office action that the requirement fior
restriction) s Withdrawn in Whele orf In; part, Speciiy Which: groups: have heen
rejoined, and give aniaction oni the merits oft all the: claims directed to the
elected invention and any: Invention rejeinediwith the elected mvention.

821.02 After Election Without Traverse

Wihere the initial requirement is not traversed, If adhered to, appropriate
action should be given on the elected claims.

YOLING 8TI_ION1PSON International Patent & Irademark Law



821.03 Claims for Diffferent Invention Added Afiter an Office
Action
Claims addediby amendment following actien: by the examiner, e an

IRVERntien etherr than previeusly claimed, should be: treatedlas indicated by
37 CER 1.145.

37 CER 1.145 Subseqguent presentation of claims for
different invention.

I, afiter an| efifice: actien on an; application, the applicant presents claims
directed to an mvention: distinct fromiand Independent of the; Invention
previeusly: claimed, the applicant will be required 1o restrict the claims te

the invention previously: claimed. if the amendment Is; entered, subject to
reconsideration and review' as provided in 88 1.143 and 1.144

Election by Original Presentation
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821.04 Rejoinder

he proepriety of a restriction requirement should lae
reconsidered when all' the claims directed to the
elected mvention are in condition fer allewance, anad
the nonelected Invention(s) shoeuld lbe considered for
rejoinder. Rejeinder invoelves withdrawal off a restriction
reguirement between an allewakble electediinventien and
a nonelected invention and examinations e the fiermenly/
nonelected Invention on the Menrts;
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PCT Unity: of Invention

PCT Unity of Invention Applies te

Chapter | and Chapter Il international applicatiens: filed
under the PCI

Natienal stage filings of Intermationalrapplications
submittedl under 35 U.S.C. 371

RCES' off National Stage applicatiens
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General Inventive Concept

Fheintermational application; shall relate toe
OREe Invention enly or e a greup: of
IRVERUIGNS; SO linked as to) ferm a single
generaliinventive concept (“reguirement
Of Unity. of Inventien™).

PCT Rule 13.1
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Resources and Guidance Available at

Internationall Search and Examination Guidelines
(ISPE Guidelines)

See, Chapter 10, pp 75-103
RittEE /WA WIRG: IRt/ pet/en/texts/pai/ispe. paf

MPEPR, Chapter 1800, section 1850
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Circumstances in Whichi the Reguirement of Unity,
oft Invention Is/ter Be Censidered Eulfilled

Withrrespect 1o a greup: off InVentions claimed in an
International application, LRIty efi INVention: exists; only,
When there I1s a technical relationship ameng the
claimed Inventions INVeIVing| GRe er Mere of the sameror
corresponding  special technical features.

e expression “speciall technicall features” shall mean
thoese technical features, that define a contrution
WhIChI each off the claimed Inventions, considered as a
Whele, makes ever the prior art.

PCT Rule 13.2
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Contribution over the Prior Art

WhHether or net any: particular technicall fieature
makes a “contrbutien: over the pror: art, and
therefore constitutes a “specialftechnical
feature,” Is censidered with respect to

nevelty and

Inventive step.

ISPE Paragraph 10.02
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“a prier” and “a postenori’

[Fack: of Unity et InVentien; may. e directly evident
“a pror,: taat1s, hefore considennal the claimms
I relatien; te any. pPrei art, or

may; enly beceme apparent: = a postenosd, that s,
afiter taking| the prie); art 1te; Consideratien.

ISPE Paragrapiar 10:03
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ACK 01 Unity “a pror™

J

.\

EXample; INAdepeEnCeEnt: claims to

=0If €
A+ X,
A+Y,
X+Y
cai DE Sald Lo Iack Unity “a prior™ as, there IS'no
Lo all claims.

210
MateEr comimaon

ISPE Paragrapn 10.05
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Example A: Unity: Lacking “a prior”

Claimi 1: A compositien comprsing aspirn and: caffeine:

Claim; 2: A compositien comprsing aspirn ana
MOerphIing.

Claim 3: A compoesition compiising caffene: and
MOerpRINE.

Unity, off Invention/isflacking amoeng claims 1, 2 anadl 3 a
PriGKI™ as, there' IS ne sukject matter common toe all
claims
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Same or Corresponding Trechnical
Eeature LLacking AmMoeng Groups

Group I, Claimi 1, drawn te a cempesition comprsing
aspirnrand caifeine.

Group I, Claim 2; drawin to; a compesition comprising
aspirn and morphlne

Group I Clain i, drawn ter composition cemprising
calfeine and merphine.

Groups I, Iilfand I jack unity of invention BecAUSE: the
greups do net share the same or corresponding technical
feature.
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Unity’ Present “a prior”

In the case of Independent claims te
A+ X and
A Y
Unity, off INVERTIoN! IS, present “a prior as A Is commen to boeth claims.
IHOWEVEr, Iiff it can lhe established that A IS knewn, there IS/ lack: of unity
“a posteriori,” since A (belit a single feature or a greup ofi features)
IS net a technical feature that defines a contrikution ever the priox
art.

ISPE Paragraph 10.08
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Example B: Unity Present: “a prioxi*

Claim’ 13 Compound A.

Claimi 2: A lipeseme: delivery preduct B comprising
CompounalA.

Claim 3: A vaccine € containingl a lipeseme: delivery.
product B cemprising Compound A.

Unity’ exists, between claims 1, 2, andi 3.

The special technical feature common to all'the claimmsiis
the Compoeund! A.
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Example C: Compound and Compesition

Claim 1: CompeunarA.

Claim 2; Al Insecticide: compesition; conmprising
compeund A and a carrmer.

Unity, exists between claims 1 and! 2.

he specialitechnical feature commen te all the
claims Isi compound A.
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Example D Unity: lacking “a pesteriori”

Claimi 137 A composition comprising aspinn.
Claimi 2: A cemposition comprising aspimn and caffeine.
Claim; 8t A cemposition comprising aspiiin and moerphine.

Unity’ exists “a prien between claims 1, 2, and 3.
The technicalffeature commonite alll the claims Is aspirin.

HOWEVEN, It aspIrin s kKnowin Ini the art, Unity Would e
lacking “a pesterior™ ecause there would not e a
special technicall fieature common; te all the: claims.
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Example D: Unity lacking “a postenor” (cont.)

Group. I; Claimi 2, drawn to’ a: Composition: comprising
aspirnrand caifeine.

Group II; Claim S drawin to: & compesition comprising
aspirn and morphlne

Groups I and Il lack tUnity: of Invention: because: even
though the iInventions of these groups reguire: tne
technical feature of' ar composition cComprising aspirin,
thIs technical feature Is Net a special technical feature as
it dees net make a contrinution oVer the ProK art 1n VIew.
of Jenes et al. See PNAS, Vel. 3, pages 6-8, Dec 1947.
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Unity, ofi Invention

Altheugh lack of-Unity: of iInvention; shouldl certaimly e
raisedl in clear cases, It sheuld neither be raised nol
PErsIsted 1 en the basis off a narrow, lieral or academic
approach: Ihere sheuld e a bread, practical
consideration of the degree of interdependence of the
alternatives, presented, ini relation: ter therstate: of the art.
.. hgid rules; cannot e given and each case Is
considered on Itsi merts, the benefit of any deubt being
given te the applicant:

ISPE Paragrapih 10.04
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Particular Situations

Ffhere are three particular situations: fer WhIch the
method fier determining Unity: of InvVention
contained In Rule 13 271s) explained in: greater
detall:

(I combinations of different categenes of claims;
() so-called “Markush practice;” and
() ntermediate and finall products.

ISBE Paragraph 10.11
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Different Categories; oft Invention

An Intermational application; containing claims te differenit categoeries of
Invention will berconsidered to have unity: of invention: i the claims are
drawn enly terene off the fellowing combinations off Categeries:

(1) A product and a precess specially’ adapted for the manufacture: of said
ProdUCt; or

(2) A preduct and process of use of said product; or

(8) A product, a precess specially’ adapted for the manufacture: of the said
product, and a use of the: said product; o

(4), A process and an apparatus or means; speciiically designed for
calrying eut the said process; or

&) A product, a precess specially adapted for the manufacture of the said
product, and an apparatus er means specifically designed fior carnying
Out the said precess.

37 CFR 1.475(b)
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Different Categernes of lnventien (cont.)

A precess Is;specially adapted for the: manufacture: of
a preduct I It iInherently resulits inl the product and
an apparaius;er meansiis specliically: designed for
cariying eut a pProcess! I the contribution; eVer the
PHIOK art eff the apparatls or means correspends te
the contrikution: the process makes ever the prior art.

ISPE Paragraph 10.12
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Example E: Claims in Different Categories

Claim 1 Viethed eff manufacturng chemical suistance X.
Claims 2:; Sulstance X.

Claimi 3: Tihe (methed of) Use of substance X as an
INSECTICIFE.

Unity existsi between claims 1, 2 and 3. Assuming X IS
novel and unehbvious, the special technical feattre te all
the claims Is substance X.

HowWeVer, I substance X IS Knewn' In the art, tunity woulld 1oe
lacking because: there woeuld not e a speciall technical
feature cemmoen to all the claims.
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So-called “Markush Practice”

Where a single clainy defines alternatives ofi a Markushi group, the
requirement ofi a technicallinterrelatienship and! the same: or
corresponding speciall technicall fieatures as defined in Rule 1.3.2,
IS considered met wWheni the alternatives are: ofi a similar nature.
When the Markush grouping s fer alternatives off chemical
compeunds, the alternatives are regarded as being off a similar
nature where the fiellowing criteria are fulfilled:

(A) all alternatives have a commen property or activity; AND

(B)(1) a common: structure. Is present, that is; a significant
structural element Is shared by all of the alternatives; OR

(B)(2) Inf cases where the common; structure cannoet e the unifying
criterna, all alternatives;lheleng tera recegnized class) of;
chemical' compounds;in the art to Which the inventien pertains.

ISPE Paragraph 1017
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Significant Structural Element

fhe phrase significant structural element IS shaneal by all
off theralternatives™ refers; ter cases Where the
COMpPOURdS share a common chemical structure Which
eceuples a large portion ofi thelr structures, or In case
the compeunds: have in commen enly a smalll portien of
thelr structures, the commonly. sharead structure
constitutes a structurally distinctive pertion In View
Off existing prior art, and the comnon structure Is
essential te the common: Property: or activity.

ISPE Paragraph 10.17
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Recognized Class ofi Chemicall Compeunads

Ifhe phrase “recognized class of chiemical cempeunds™
Means that there 1s an expectation firomithe knewledge
I the art that members ofi the class will lsehave 1R the
same Way/ In the context of the: claimed nvention, I.e.
each member could be substituted! one: fier the' ether,
WILHI the: expectation| that the: same intended result

\Wouldbe achieved.

ISPE Paragrapih 10.17
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Intermediate/Einal Products

Ruler 13,2 alser geverns the: sitiation Invelving intermediate
and final- preducts.

he term “intermediate” Is Intended tormean
Intermediate’ or starting products.

Suichr preducts have: the ability te be Used to produce: final
preducts; threugh a physical er chemical change: Inwhnich
the intermediate 1oses Its 1dentity:

ISPE Paragraph 10.18
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Intermediate/Einal Products (cont.)

Unity’ of invention| s considered! te be present In the
context off Intermediate and finall preducts Where the
fellewingl twerconditions are: fiulfiled:

(A) the intermediate and final products have the same

essential structural element; In that:

(1) the hasic chiemical structures of the Intermediate
andl the finall preducts are the same, or

(2) the chemicall structures of the two preducts; are
technically’ clesely interrelated, the intermediate
INcorporating ani essential structural element 1nte
the final product, and
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Intermediate/Einal Products (cont.)

(B) the intermediate and final products; are technically
Interrelated, thisimeaning that the final preduct Is
manuifactured directly frem| the intermediate or IS
separated fremit by a smalllnumber of intermediates: all
containing the same essential structuralielement.
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Examples Concerning Unity of
Invention

fhe application; eff the principles of unity. of Invention Is

liustrated by tie: following examples for guidance. in
particular cases:

Clalms 1 Difierent Caregories
Clalms Il e Same: Caregory
Viarkusi Practice

lnatenmealare/rFnal Proauct
BIOIECNBIogICAl JVERHOS

ISPE Paragraph 10.21-10.59
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PCT vs. U.s. Restriction

5| EGSIEr tor have: diiferent Categores: o

claims PErMIttEA I SINGIE: application.
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PCT vs. U.S. Restriction

Product andf precess: specially, adapted to: make
e preduct.

“specially’ adapted™ dees not Imply: that the
pPreduct cannet e made by a different Process,
Olf that a similar process could net also e used
10, make: ether products.
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PCT vs. U.S. Restriction

Process and an apparatis or means specially;
adapited te; cany/ eut the Precess.

“specially designed™ does net require that the
apparatus or means could e carnried out using
an alternauyve apparatls or Means.
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PCT vs. U.S

Intermediate’ and Einal

. Restriction

PredUCts can e grouped

tOgENER WHEKE tNEY haVe same “essential
Structural element™ or chemical structures are

“clesely intenelated™ or

(it net structure then I

evidence are “technically interrelated”.

Flexipility inrgrouping claim: to Intermediate and
finalf preducts! IiF satisiy albeve: test.

U.S., Iii intermediates alse exnibit other effects
Ol activities then may. form| a asis o)

restriction.
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PCT vs. U.S. Restriction

Markush - Unity: when altermnatives ofi similarin
Rature: common property: or activity: and shared
stiitictural element er recognized: class: of
compoeunds.

ULS. - Restriction within: Markush group: eften
Pased on variatiens of single functienal greup
even When mest significant structural element: of
compoeunds Is identical.

ULS. - Election of species practice, greater
degree of flexinility to make' restriction Withain
Markush grouping.
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PCT vs. U.S. Restriction

2 pProer™ anad “a pesteroxn’

Unity off Invention must: be: continually,
examined throtigheut presecution; and
ISSUES Of Unity anadl aiise  at any: time.
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Federal Register/Vol. 75, No. 113/ Monday, June 14, 2010/ Notices

DEPARTMENT OF COMMERCE

United States Patent and Trademark
Office

[Docket No.: PTO-P-2010-0030]

Request for Commenis on Proposed
Changes o Restriction Practice in

Patent Applications

AGENCY: United States Patent and
Trademark Office, Commerce.

ACTION: Request for comments.
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Reguest for Coamments on Proposed
Changes to Restriction Practice 1in
Patent Applications

1. What should be included 1n; an Office action that sets
forthra restrction requirement?

2. What practice chamnges wouldiresult inr more effective
Ways to SEeK NIGhEr: IEVEl review: of restriction
requirements?

3. How: could the Ofifice clarify requirements fior
restrction between related product inventions or related
BrOCESS| INVENtIGNS WhEKe the: relatienship: Is noet
speciiically: previded for n MPER Chapterr 8007

4. Hew could the Office modily Markush practice?
5. IHow could the Office’ Improve: rejeinder practice?

6. What ether areas of restriction practice can the Office
Impreve and hew?
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